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Reply to Office action of December 20, 2 004 

During the interview, the following topics were discussed: 
The '332 patent and its disclosure of cyclodextrin; the 
Declaration of Roger D. A. Lipman, previously submitted under 32 
C.F.R. § 1.132; the pending claims (generally) and claim 1 
(specifically); and examples 10-12 in the application, including 
how those examples demonstrate unexpected results sufficient to 
overcome any prima facie case of obviousness. 

In the December 20, 2 004 Office action, the Examiner 
concluded that all pending claims are obvious in view of any of 
the three primary references in view of the '332 patent. 
Applicant respectfully disagrees. Although the '332 patent 
discloses cyclodextrin in a transdermal drug delivery system, 
nothing in the reference provides a motivation to use 
cyclodextrin in a pressure-sensitive adhesive of the type 
recited in Applicant's claims. 

The Examiner correctly points out that the '332 patent 
discloses that cyclodextrin increases the water solubility of 
many drugs. It is not enough, however, to identify an advantage 
of cyclodextrin; the Examiner must point to some reason why the 
skilled person would use cyclodextrin in combination with the 
other claim limitations to arrive at the present invention. 
Cyclodextrins have been known since the end of the 19 th century 
(see the Declaration of Roger Lipman, at paragraph 8) , but until 
the present invention no one had thought to use them in 
combination with another hydrocolloid in an odor-absorbing PSA. 
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Applicant's Evidence of Long-Felt Need and Unexpected 
Results Rebuts The Examiner's Position That The Claims Are 
Obvious o 

Applicant does not agree that the Examiner has established 
that the pending claims are prima facie obvious in view of any 
of the three primary references taken in combination with the 
'332 patent. However, even assuming that a prima facie case has 
been made, Applicant's evidence of long-felt need and unexpected 
results is more than adequate to rebut the position that the 
claims are obvious. 

As the Examiner is aware, a determination of obviousness 
requires inquiry into the following four areas: 

a. the scope and contents of the prior art; 

b. the differences between the prior art and the claims 
in issue; 

c. the level of ordinary skill in the pertinent art; and 

d. evidence of secondary considerations, such as 
commercial success of the invention, long felt but unsolved 
needs, failure of others, unexpected results, etc., if such 
evidence is presented. MPEP § 2141; Graham v. John Deere, 383 
U.S. 1, 148 USPQ 459 (1966). In addition, the obviousness 
determination requires consideration of the claimed invention 
"as a whole." MPEP § 2141 (page 2100-120); Hybritech, Inc. v. 
Monoclonal Antibodies, Inc. In the case of chemical inventions, 
the "whole invention" includes not only the chemical composition 
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per se, but also its properties. See In re Papesch, 315 F.2d 
381, 137 USPQ 43 (CCPA 1963). 

Dr. Lipman's Declaration clearly establishes that there has 
been a long-felt but unsatisfied need for improved hydrocolloid 
adhesives, particularly odor-absorbing hydrocolloid adhesives . 
Dr. Lipman has worked in the field of pressure-sensitive 
adhesives since the mid-1960 's, with experience in hydrocolloids 
dating back to at least the 1980 f s. His background and 
experience make him very well-suited to comment on the state of 
the art and the existence of a need for improved hydrocolloid 
adhesives in general and odor-absorbing adhesives in particular. 
He identified such a long felt need in paragraph 9 of his 
declaration. Despite the fact that cyclodextrins have been 
known for roughly 100 years, no one previously had the notion to 
use them in the manner recited in Applicant's claims, as part of 
a rubber-based, hydrocolloid-containing, odor-absorbing 
adhesive. 

Perhaps even more compelling is Applicant's evidence of 
unexpected results: striking improvement in the odor-absorbency 
of a PSA formulated with cyclodextrin . This evidence is found 
in the application as filed (pages 30-33), and in Dr. Lipman's 
declaration at M 10-12. A comparison of the odor-absorbency of 
Examples 10-12 reveals that adhesives made according to the 
invention (Examples 11 and 12) exhibit much higher odor- 
absorbency than an adhesive similar in all other respects, but 
lacking a cyclodextrin hydrocolloid (Example 10) . 
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Attached hereto as Exhibit A is a sheet summarizing 
examples 10-12. (A courtesy copy was faxed to the Examiner in 
advance of the April 19, 2005 interview.) As indicated, 
Examples 11 and 12 correspond to at least claims 1-5 and 1-4, 
respectively. In particular, both examples provide a PSA 
comprising a rubbery continuous phase (SIS and/or SI block 
copolymers, and polyisobutylene) with a discontinuous phase 
distributed therein, where the discontinuous phase comprises 0.1 
to 65 wt% of a hydrocolloid composition that comprises a 
cyclodextrin and at least one non-cyclodextrin hydrocolloid. 

In each of Examples 11 and 12, the cyclodextrin is present 
in an amount of at least 5% by weight (as recited in claim 2), 
and indeed, greater than 10 wt% (as recited in claim 3) . Also, 
in each of Examples 11 and 12, the continuous phase comprises 
28% polyisobutylene, which is consistent with claim 4. And, in 
Example 11, the styrene component totals 11.3%, which is 
consistent with claim 5. 

Clearly, Examples 11 and 12 correspond to the claimed 
invention. Example 10, however, is very similar, but contains 
no cyclodextrin. The result of this difference is striking. 
Examples 11 and 12 showed substantial odor-absorbency , whereas 
Example 10 did not. In fact, Example 11 was more than twice as 
effective as Example 10 at controlling odor. All of this is 
explained in greater detail, both in the application as filed 
and in Dr. Lipman's declaration. 

Examples 10-12, and Dr. Lipman's declaration, clearly 
establish unexpected results sufficient to rebut any prima facie 
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case of obviousness. Under the MPEP and controlling case law, 
the Examiner is obliged to consider this evidence of 
nonobviousness . Applicant respectfully submits that claims 1-5 
and 7-16 are patentable over the prior art. A Notice of 
Allowance is respectfully requested. 



Respectfully submitted, 
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